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DETAILED ACTION 

1 . Claims 1-29 are pending. Tlie following is a non-final first Office action on the 
merits of claims 1-29. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claim 1 provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of copending Application No. 

1 1/044,874. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because there are insubstantial differences between the claims. 
Both inventions are drawn to a user activating a payment card, submitting a payment 
request, and deactivating the payment card thereafter. The claim in copending 
Application No. 1 1/044,874 is drawn to intended use, ie. at an E-commerce site. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

3. Claims 1 - 3, 6, 8, 1 0-1 1 , 1 4, 1 6-1 7, 22-23, 25- 28 rejected under 35 

U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 

over McAllister (US Pat. No. 5,513,250). 

Regarding claim 1: 

McAllister teaches: 

• authenticating the user via a device of the user, (see Column 3 lines 1 -1 8) 

• transmitting activation information for activating a reusable, pre-existing, 
unaltered and permanent credit or debit card account number of the user to a 
financial institution for processing financial transactions, while the user is 
authenticated (see Column 3 lines 8-18); 

• submitting a payment request including the reusable, pre-existing, unaltered and 
permanent credit or debit card account number to the financial institution from the 
merchant, while the reusable, pre-existing, unaltered and permanent credit or 
debit card account number is activated (see Column 3 lines 8-18); and 
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• de-activating the reusable, pre-existing, unaltered and permanent credit or debit 
card account number after the payment request is processed by the financial 
institution (see Column 3 lines 8-18); 

• wherein the financial institution only accepts and processes payment requests 
received from merchants while the reusable, pre-existing, unaltered and 
permanent credit or debit card account number is activated, and the financial 
institution declines payment requests while the reusable, pre-existing, unaltered 
and permanent credit or debit card account number is de-activated (see Column 
3 lines 8-18); 

McAllister does not expressly teach authenticating the user via a device of the user 
while the user is at the merchant (see Figure 1A). McAllister, however, teaches 
accessing the system by telephone. Examiner asserts that one skilled in the art at the 
time of invention would have known McAllister to also be accessible by phone at the 
merchant or a cellular telephone, evidenced by McAllister teaching the invention to be 
accessible "preferably but not necessarily [by] his residence telephone". 
Regarding claim 2: 

McAllister further teaches authenticating the user at a server via the device of the user, 
(see Figure 4 element 1213). 
Regarding claim 3: 

McAllister further teaches authenticating the user with the user device (see Column 3 
lines 1-18). 
Regarding claim 6: 
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McAllister further teaches wherein the activation information is transmitted from the user 
device to the server, and the method further comprises transmitting the activation 
information from the server to the financial institution (see Figure 5 with brief 
description). 
Regarding claim 8: 

McAllister further teaches wherein the activation information is transmitted from the user 
device to the financial institution (see Column 3 lines 1-18). 
Regarding claim 10: 

McAllister further teaches creating a unique user name and password for the user at the 
server; and using the unique user name and password in the authenticating step (see 
Column 12 lines 40-47) 
Regarding claim 11: 

McAllister further teaches de-activating the reusable, preexisting, unaltered and 
permanent credit or debit card account number (i) a predetermined amount of time after 
the user is authenticated or (ii) after the user goes offline from the server (see Column 3 
lines 8-18); 
Regarding claim 14: 

McAllister further teaches wherein the payment requests comprises partial payment 
requests and the method further comprises processing the partial payment requests 
including generating subsequent activation information for processing remaining 
payments (see Column 15 lines 48-63). 
Regarding claim 16: 
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McAllister further teaches wherein the user authentication includes at least one of 
authentication of the user based on a user name and password of the user, 
authentication of the user based on biometric information of the user, and 
authentication of the user based on personal identification number information of the 
user, (see Column 12 lines 40-47). 
Regarding claim 17: 

McAllister further teaches wherein the de-activating of the reusable, pre-existing, 
unaltered and permanent credit or debit card account number is performed at the 
financial institution after the processing of the payment request, (see Column 3 lines 1- 
18). 

Regarding claim 22: 

McAllister teaches reading the reusable, preexisting, unaltered and permanent credit or 
debit card account number from a card via a card reader device of the merchant for 
processing the payment request (see Column 13 lines 47-53). 
Regarding claim 23: 

McAllister further teaches wherein the payment request comprises a partial payment 
request and the method further comprises processing the partial payment request 
including generating subsequent activation information for processing remaining 
payments (see Column 15 lines 48-63). 
Regarding claim 25: 
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The claim is drawn to a system configured to perform the steps recited in claim 1 (see 
rejection of claim 1 above). 
Regarding claim 26: 

The claim is drawn to a storage medium storing a computer program for performing the 
steps recited in claim 1 (see rejection of claim 1 above). 
Regarding claim 27: 
McAllister teaches: 

• means for authenticating the user via a device of the user while the user is at the 
merchant (see Column 3 lines 1-18); 

• means for transmitting activation information for activating a reusable, 
preexisting, unaltered and permanent credit or debit card account number of the 
user from the user device to a financial institution for processing financial 
transactions, while the user is authenticated (see Column 3 lines 8-18); 

• means for submitting a payment request including the reusable, pre-existing, 
unaltered and permanent credit or debit card account number to the financial 
institution from the merchant, while the reusable, pre-existing, unaltered and 
permanent credit or debit card account number is activated (see Column 3 lines 
8-18); and 

• means for de-activating the reusable, pre-existing, unaltered and permanent 
credit or debit card account number after the payment request is processed by 
the financial institution (see Column 3 lines 8-18), 
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• wherein the financial institution only accepts and processes payment requests 
received from merchants while the reusable, pre-existing, unaltered and 
permanent credit or debit card account number is activated, and the financial 
institution declines payment requests while the reusable, pre-existing, unaltered 
and permanent credit or debit card account number is de-activated (see Column 
3 lines 8-18). 
Regarding claim 28: 

McAllister teaches wherein the means for authenticating, the means for transmitting, the 
means for submitting, and the means for deactivating comprise devices of a computer 
system, (see Figure 5 element 250). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 4 rejected under 35 U.S.C. 103(a) as being unpatentable over McAllister in 
view of In Re Venner, 120 USPQ 192, 194; 262 F2d 91 (CCPA 1958). 
Regarding claim 4: 

In Re Venner teaches to make automatic is obvious. It would have been obvious to one 
of ordinary skill in the art at the time of invention to have modified the invention above 
with wherein the activation information is automatically transmitted to the financial 
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institution when the user logs into the server. One skilled in the art would have been 

motivated to make the modification for the benefit of increased convenience. 

5. Claims 18 and 19 rejected under 35 U.S.C. 103(a) as being unpatentable over 

McAllister in view of Marullo et al. (US Pat. No. 6185701). 

Regarding claim 18: 

Marullo et al. teaches using web services for communicating with a financial institution 
(see Column 15 lines 55-63). It would have been obvious to one of ordinary skill in the 
art at the time of invention to have modified the invention above with wherein the 
financial institution includes web services for processing the activation information and 
the user device is enabled to access the web services of the financial institution for 
transmitting the activation information. One skilled in the art would have been motivated 
to make the modification because providing a standard interface allows for greater 
compatibility. 
Regarding claim 19 

Marullo et al. teaches using web services for communicating with a financial institution 
(see Column 15 lines 55-63). It would have been obvious to one of ordinary skill in the 
art at the time of invention to have modified the Invention above with wherein the 
financial institution includes web services for processing the activation information, the 
user device is not enabled to access the web services of the financial institution, and the 
method further comprises the user device accessing the server, which accesses the 
web services of the financial institution for processing the activation information. One 
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skilled in the art would have been motivated to make the modification because providing 
a standard interface allows for greater compatibility. 

6. Claims 5 and 24 rejected under 35 U.S.C. 103(a) as being unpatentable over 
McAllister in view of Lawlor et al. (US Pat. No. 5220501). 

Regarding claim 5: 

Lawlor et al., not McAllistor, teaches wherein the result of the processing of the financial 
transaction is transmitted to the user via the server (see Column 52 lines 27-53). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
have modified the invention above with said feature(s). One skilled in the art would 
have been motivated to make the modification because it is useful to see the result of 
transactions for the benefit of increased security. 
Regarding claim 24: 

Lawlor et al., not McAllistor, teaches pre-authorizing recurring payments (see Column 
34 lines 29-35). It would have been obvious to one of ordinary skill in the art at the time 
of invention to have modified the invention above with wherein the payment request 
comprises a recurring payment request and the method further comprises processing 
the recurring payment request including generating subsequent activation information 
for processing recurring payments. One skilled in the art would have been motivated to 
make the modification for the benefit of convenience. 

7. Claims 7, 9, 12, 13, 20, 21, 29 rejected under 35 U.S.C. 103(a) as being 
unpatentable over McAllister in view of Official Notice. 

Regarding claim 7: 
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Official Notice is taken that it would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified the invention to include wherein the activation 
information is transmitted as one of a secure signal, an encrypted e-mail message, a 
secure facsimile message, a secure wireless communications message, a secure 
telephone communications message, a secure SMS message, and a secure web 
services message. One skilled in the art would have been motivated to make the 
modification for the benefit of increased security. 
Regarding claim 9: 

Official Notice is taken that it would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified the invention to include wherein the activation 
information is transmitted as one of a secure signal, an encrypted e-mail message, a 
secure facsimile message, a secure wireless communications message, a secure 
telephone communications message, a secure SMS message, and a secure web 
services message. One skilled in the art would have been motivated to make the 
modification for the benefit of increased security. 
Regarding claim 12: 

McAllister teaches setting a dollar limit on the purchasing power of the card during the 
time frame. However, McAllister does not teach creating a unique card with the limited 
available balance. Examiner notes that at the time of invention both stored value cards 
and paying for stored value cards with a credit card were old and well known in the art. 
Official Notice is taken that it would have been obvious to one of ordinary skill in the art 
at the time of invention to have modified the invention to include creating a unique credit 
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or debit card with a limited available balance based on the reusable, pre-existing, 
unaltered and permanent credit or debit card account number of the user; and allowing 
the user to execute financial transactions subject to the available balance using the 
unique credit or debit card in place of the reusable, pre-existing, unaltered and 
permanent credit or debit card account number. One skilled in the art would have been 
motivated to make the modification for the benefit of convenience. 
Regarding claim 13: 

McAllister teaches authenticating the user at the server; and transmitting from the 
server the activation information to the financial institution for processing of the payment 
request, wherein the financial institution processes payment requests received from 
merchants while the unique credit or debit card is activated and declines payment 
requests while the unique credit or debit card is de-activated. 
McAllister does not explicitly teach both online and offline payment requests. At the 
time of invention it would have been in the knowledge of one of ordinary skill in the art to 
apply the invention to both offline and online transactions since both often go hand in 
hand. Accommodating for both types of transactions increases profit for the financial 
institution because it increases the customer base. Official Notice is taken that it would 
have been obvious to one of ordinary skill in the art at the time of invention to have 
modified the invention to include the financial institution processing both online and 
offline payment requests wherein the financial institution processes payment requests 
received from merchants while the unique credit or debit card is activated and declines 
payment requests while the unique credit or debit card is de-activated. One skilled in 
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the art would have been motivated to make the modification for the benefit of increasing 
the customer base. 
Regarding claim 20: 

At the time of invention it was old and well known in the art to make a payment by 
phone, ie. the user device. Official Notice is taken that it would have been obvious to 
one of ordinary skill In the art at the time of invention to have modified the Invention to 
include transmitting the reusable, pre-existing, unaltered and permanent credit or debit 
card account number from the user device to a device of the merchant for processing 
the payment request. One skilled in the art would have been motivated to make the 
modification for the benefit of convenience. 
Regarding claim 21: 

At the time of invention it was old and well known in the art to store sensitive information 
on a user device via a secure mechanism. Official Notice Is taken that It would have 
been obvious to one of ordinary skill in the art at the time of invention to have modified 
the invention to include storing the reusable, pre-existing, unaltered and permanent 
credit or debit card account number on the user device via a secure mechanism. One 
skilled In the art would have been motivated to make the modification for the benefit of 
Increased security. 
Regarding claim 29: 

At the time of invention it was old and well known in the art to use a computer readable 
medium containing instructions to perform a method. Official Notice is taken that it 
would have been obvious to one of ordinary skill in the art at the time of invention to 
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have modified tlie invention to include wherein the means for authenticating, the means 
for transmitting, the means for submitting, and the means for deactivating comprise 
computer readable instructions recorded on a computer readable medium. One skilled 
in the art would have been motivated to make the modification for the benefit of 
convenience. 

8. Claim 15 rejected under 35 U.S.C. 103(a) as being unpatentable over McAllister 
in view of Official Notice, further in view of Lawlor et al. 
Regarding claim 15: 

Lawlor et al. teaches pre-authorizing recurring payments (see Column 34 lines 29-35). 
It would have been obvious to one of ordinary skill in the art at the time of invention to 
have modified the invention above with wherein the payment requests comprises 
recurring payment requests and the method further comprises processing the recurring 
payment requests including generating subsequent activation information for processing 
the recurring payments. One skilled in the art would have been motivated to make the 
modification for the benefit of convenience. 

Examiner's Note: The Examiner has pointed out particular references contained in the prior art of record 
within the body of this action for the convenience of the Applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the individual 
claim, other passages and figures may apply. Applicant, in preparing the response, should consider fully 
the entire reference as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the Examiner. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to ERIC WONG whose telephone number is (571)270- 
3405. The examiner can normally be reached on Monday-Friday 7:30AM-5:00PM, 

alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on (571 ) 272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/THOMAS A DIXON/ Eric Wong 

Supervisory Patent Examiner, Art Unit 4172 Examiner 

Art Unit 4172 
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